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. new or improved trait into that plant. However, this gene is but a tiny fraction of the entire 
genome. In other words, the plant of claim 12 is distinguishable from the prior art plant, just as 
is hybrid 34M94 without the transgenes. Further, the plant of claim 12 also contains a trait(s) 
that is either improved or additional to the traits of the maize plant of claim 2. The 34M94- 
transgene plant still expresses the unique combination of traits of 34M94 without the transgenes 
with the exception of the traits expressed by the transgenes. The trivial modifications introduced 
by the transgenes to the umque invention of 34M94 are clearly supported and described in the 
present application. 

In addition, Applicant respectfully submits that »[tjbe test for definiteness is whether one 
skilled in the art would understand the bounds of the claim when read in light of the 
specification ... If the claims read in light of the specification reasonably apprise those skilled 
in the art of the scope of the invention, § 112 demands no more. ... The degree of precision 
necessary for adequate claims is a function of the nature of the subject matter." Mlks 
l^m^JB^u3h^l^^ 997 F.2d 870 (Fed. Cir. 1993). 

Claims 13 14 17, 18. 26, 27, 30 and 31 stand rejected as containing subject matter which 
1S not described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. The 
Examiner states the Applicant has failed to adequately describe the maize plant at claims 12, 16, 
25 and 29 and the methods for developing a maize plant in a maize plant breeding of the instant 

claims are not enabled. 

Applicant respectfully traverses this rejection and submits that the claims have now been 
amended to properly be drawn from a method thereby obviating this rejection. In addition, 
Applicant directs the Examiner to the detailed assertions supra, whereby Applicant discloses how 
and - here the specification has adequately described the maize plants of claims 12, 16, 25 and 
29. 

In light of the above remarks, Applicant submit, that claims 1-32 clearly describe and 
distinctly claim the subject matter Applicant regards as the invention. Applicant respectfully 
quests reconsideration and withdrawal of the rejections under 35 U.S.C § 1 12, first paragraph. 
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Claims 11, 15-19, 24, 28, 29-31 and 32 stand rejected under 35 U.S.C. § 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as obvious over Hoffbeck (U.S. 
Patent 6,21 1,445). The Examiner states that Hoffbeck discloses "a hybrid maize plant designated 
34W67, which Applicant admits is similar to the hybrid maize plant of the instant invention". 
The Examiner further states that 34W67 hybrid maize plant inherently discloses such relative 
traits as "excellent grain yield potential", "particularly suited to the Central Com Belt region of 
the United States" and "a relative maturity of approximately 109 based on the Comparative 
Relative Maturity Rating System for harvest moisture of grain". The Examiner concludes stating 
that the claimed invention is prima facie obvious as a whole to one of ordinary skill in the art at 
the time it was made, if not anticipated by Hoffbeck. 

Applicant respectfully traverses this rejection and requests reconsideration of claims 1- 
32. The Applicant would like to point out that the inventions 34M94 and 34W67 are not the 
same inventions. Nor are their differences minor morphology variations. Applicant submits 
that the claimed plant cannot be rendered obvious as it possesses a unique combination of traits 
which confers a unique combination of genetics. Moreover, Applicant claims a method of 
xnaking a plant winch did not previously exist. Pursuant to the recent Federal Circuit decision, 
tn^PK^^c T- t~ v Mavn Foundation for M MigaLEdj jrfl ti oTl £ Re s earch ? No- 00-1467 
(Fed. Cir. Aug. 30, 2002), "a novel patented product is not "anticipated" if it did not previously 
exist." LL This is the case whether or not the process for making the new product is generally 
known. UL The invention 34M94 has not previously existed as it is the result of the crossing the 
two maize inbred lines GE515419 and GE567914. 

Furthermore, when looking at the tables of both inventions, hybrids created using 34M94 
as one of the parents are clearly not anticipated by hybrids made using 34W67 as one of the 
parents. The inventions 34M94 and 34W67 differ for various traits that are not minor. For 
example, 34M94 has more resistance to Common Rust when compared with 34W67. As 
report.-dm Table 1 , 34M94 has a resistance of 6 (page 19). As reported in Table 1 of 6,211,445 
Patent, 34W67 demonstrates a lower tolerance, with more susceptibility of 3. Another example, 
as reported in Table 4, 34M94 has a Staygreen of 7 (j>age 38). As reported in Table 4 of the 
6,21 1.445 Patent, 34W67 demonstrates a lower score of 5. A third example of the differences is 
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that 34M94 exhibits a superior resistance to Gmy Leaf Spot than 34W67. As reported in Table 
1, 34M94 has a resistance of 6. As reported in Table 1, 34W67 has a resistance of 4. 

Other traits which differ between the two inventions include: anther color (34M94 
yellow, 34W67 red), length of ear node leaf (34M94 91.7, 34W67 89.0), and resistance to 
Anthracnose Stalk Rot (34M94 average resistance, 34W67 susceptible). 

The aforementioned examples all illustrate that there are large differences between 
34M94 and 34W67. The examples listed are not exhaustive but they do give ample evidence that 
the inventions are not the same. Furthermore, when looking at the tables of both inventions, 
hybrids created usuig 34M94 as one of the parents are clearly not anticipated by hybrids made 

using J4W67 as one of the parents. 

Applicant further submits that the claims do not simply, recite traits, but instead recites 
these specific traits only to the extent that they are "34M94" traits; thereby being derived from 
the seed/germplasm of 34M94. Note, variety with respect to agricultural vanety, can be defined 
as a group of similar plants that by d^tfujiiL^^ fr0m 
other varieties within the same speaes. When looking at maize plants it would be possible for 
one ordinarily skilled in the art to find many traits that are similar between varieties such as the 
disease resistance or growth habit. Nonetheless, the claim also recites that the claimed plant 
must have 34M94 as an ancestor further indicating that these trait, must originate from the 
34M94 plant not 34W67. In response to the Examiner's contention that one could not distinguish 
the claimed plant from the prior art which shows each of these traits, Applicant submits that one 
can euily tell by reference to the plant, breeding history, which can be confirmed by its 
molecular profile whether the plant did indeed have plant 34M94 as an ancestor and expressed 
two or more "34MJM" traits. Further, any phenotypic trait that is expressed is a result of a 
combination of all of the genetic material present in the plant, and 34M94 will have its own 
unique genetic background that will give rise to the claimed plant and this profile along With *s 
combiaation with other plants will result in a unique combined genetic profile that is the product 
claimed. 

Furthermore, there is no expectation of success that the crossing of the Hybrid 34W67 
vrith some vet to be identified plant would yield a plant with two of the traits enumerated in the 
claimed invention and at least 50% of its ancestral alleles from 34M94 because that particular 

IS 
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plan, did ntf begin with the claimed seed 34M94 which is essential. Applicant asserts that „ ts 
not flte phenorypic characteristics alone that are claimed and taugh, in the instan, invention Ins 
. combination of physiologica! and morphological characteristics, as claimed, which make the 
present Hybrid non-obvious and no, anticipated over Hofflbeck. Further. Lucltap. «-» *" 
«a product by process claim may be properly rejected over prior ar, teaching the same product 
product by a difreren, process", as noted by the Examiner. 227 U.S.P.Q. 964, .66 (Fe Ctr. 
,985) However, Applicant submits tat this is m the same product physically or 
morphology as the ctted prior art as cao he evidenced by one skiUed in the ar, fcrough 
ar^ysis ofthedaratab.es ineach. taction, it is impermissible to use hrndstgh, rec— on 
and me bene* of Appl.canfs disclosure to pick among pieces whtch are present in the ar, there 
must *. some suggestion to make the combination and an expectation of success, fcajtafc 
20 U S.P Q 2d 1434 (Fed. Or. 1991). Further, any phenorypic trai. that is expressed ,s the result 
of tire genetic material present in me plan, and 34M94 will have its owr. nnrcue genetic 
hacked ma, will give rise to the eiarmed plan, and mis profile along with its combmation 
with other plants will resui, in a unioue combtned genetic profile that is the product clatmed. 
Tta the present application deserves to be considered new and non-obvious composes m 
their own righ, as products of crossing when 34M94 is used as a starting ma.er.al. 

In light of the above, Applicant respectfully requests the Examiner reconstder and 

i ■ it? irnrin 35 U S C 5 102(c) as anticipated by or, in the 
withdraw the rejection to claims 1-32 under 35 U.&.c. S l J 

***** under 35 U.S-C. § 103(a) as obvious over Hoflbeck (U.S. Patent 6,211,445). 

Claims U, .5-19, 24, 2S, 29-3, and 32 stand rejected under 3 5 U.S.C. | 103(a) as betng 
^patentable over Ho«beck (U.S. Patent 6,21 .,445). The Examiner states me "claims are drawn 
t oah,bridmaizeplan,exhibiti»gallofmecha I ac B risticsof34M94, 

Applicant respectful., traverses this rejection. When looking a, a matze pla* would be 
possible ,o f.nd many ,rai,s tha, are similar berw«n varieties such as the color of flowers or 
grow,,, habi, However, ,o say mere are similarities in phenotype between two vaneties , no 
L same as saytag that me two varieties have the same morphological and phys.o.ogtca, 
Charlies as a whoie, or tha, one is an obvtous vartan, of tire other. Further, simtlanty » 
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phenotype does not mean that the two varieties will perform similarly, particularly in a breeding 
program As stated above, variety with respect to agricultural variety may be defined as a group 
of similar plants that by ZnzZXlU^ and p^r^nce can be identified from other varieties 

within the same species* 

Applicant submits that Hybrid 34W67 does not exhibit the same characteristics as 
34M94 Applicant will illustrate how 34M94 and 34W67 are different. It must be recognized 
that the hybrids provided by this invention are themselves unusual and unobvious results of a 
common process, in mat they provide the unique combination of excellent grain yield potent.al, 
particularly suited to the Central Corn Belt region of the United States and a relative matunty of 
109 (see pages 17-20, specification). Nonetheless, Hybrid 34M94 deserves to be considered as a 
new aad non-obvious composition in its own right as does its tissue culture as products of the 
process when 34M94 is used as starring material. Applicant point, out that 34M94 is a unique 
plant hybrid which never before existed until Applicant filed the application and until its deposit 
of the same While Hoffbeck does teach the general regeneration of maize plants from tissue 
culture techniques, it does not teach or suggest the use of the unique mai Ze hybnd 34M94. As 
will be demonstrated below, several morphological and physiological characteristics of Hybnd 
34M94 are either different from or not present in 34W67. 

For example, Hybrid 34M94 has above average resistance to Common Rust while 34W67 
is susceptible to the disease. The varieties are also different with respect to anther color, 
Staygreen, length of ear node leaf and disease resistance. Differences between the two vanet.es 
are summarized in the table below: 



Anther color 
Staygreen 

Length of ear node leaf (cm) 
Disease Resistance 



34M94 

Yellow 

5 

91.7 

Resistance to 
Common Rust and 
Anthracnose Stalk Rot 



34W67 

Red 

4 

89.0 

Susceptible to 
Common Rust and 
Anthracnose Stalk Rot 
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Tins comparison clearly shows that 34W67 does not exhibit the characteristics of hybrid 
34M94. Further, the present application clearly shows in Table 1 at pgs. 18-20 and Tables 2-4 at 
pgs. 23-39 that hybrid 34M94 exhibits more resistance to Gray Leaf Spot, higher Staygreen, a 
higher ear height and the aforementioned characteristics. This unique and unobvious 
combination of traits makes hybrid 34M94 particularly well suited to the Central Com Belt 

regions of the United States. 

In light of the above, Applicant respectfully requests the Examiner reconsider and 

withdraw the rejection to claims 1-32 under 35 U.S.C § 103(a). 

Applicant acknowledges that claims 1-10, 12-14, 20-23 and 25-27 are free of the prior art 
because the claims neither suggest nor teach the 34M94 hybrid maize plant or a maize plant 
having all of the morphological and physiological characteristics of the 34M94 hybrid maize 
plant of the instant claims or methods of use. This clearly indicates that the hybrid 34M94 au 
wiole is considered distinguishable from the prior art for the purposes of novelty and non- 
obviousness. In any event, the deposit of a representative seed of Hybrid 34M94 should satisfy 
the description requirement. In Ught of the above, Applicant respectfully submits the above 
rejections are clearly improper and request reconsideration and withdrawal of the rejections. 

C onclusion 

In conclusion, Applicant submits in light of the above amendments and remarks, the 
claims as amended are in a condition for allowance, and reconsideration is respectfully requested. 

No additional fees or extensions of time are believed to be due in connection with this 
amendment; however, consider this a request for any extension inadvertently omitted, and charge 
any additional fees to Deposit Account No. 26-0084. 

Attached hereto is a marked-up version of the changes made to the specification and 
claims by the current amendment. The attached page is captioned " Vmion with nwh i nr fi to 
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Reconsideration and allowance is respectfully requested. 




Respectfully submitted. 



Hitch snMcbcfide. no. 37,719 

McKEE, VOORHEES & SEASE 
801 Grand Avenue, Suite 3200 
De$ Moines, Iowa 50309-2721 
Phone No. (515)288-3667 
Fax No. (515) 288-1338 
CUSTOMER NO: 27142 

Attorneys of Record 
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AMENDMENT — VERSION WITH MARKINGS 
TO SHOW CHANGES MADE 



T n thi» Specification 

The paragraph beginning at page 40, line 32 has been amended as follows: 

With the advent of molecular biological techniques that have allowed the isolation and 
characterization of genes that encode specific protein products, scientists in the field of plant 
biology developed a strong interest in engineering the genome of plants to contain and express 
foreign genes, or additional, or [modifed] modified versions of native or endogenous genes 
(perhaps driven by different promoters) in order to alter the traits of a plant in a specific manner 
Such foreign, additional and/or modified genes are referred to herein collectively as 
"transgenes". Over the last fifteen to twenty years several memods for producing transgenic 
plants have been developed, and the present invention, in particular embodiments, also relates to 
transgenic versions of the claimed hybrid maize line 34M94. 

In the Claims 

Please amend claims 5-6, 8, 10-12, 14-16, 18, 19, 21, 23-25, 27-29 and 31-32 as follows: 

5, (Amended) 

A tissue culture of regenerable cells of a hybrid ma^e plant 34M94, representative seed 
of said hybrid maize plant 34M94 having been deposited under ATCC accession number 
__ [, wherein the tissue regenerates plants capable of expressing all the morphological and 
physiological characteristics of said hybrid maize plant 34M94]. 

6. (Amended) 

[A] Ihfi tissue culture according to claim 5, the cells or protoplasts of fflirt CfiUs having 
u.„ - r ^A w a tissue [bemg from a tissue] selected from the group consisting of leaves, 
pollen, embryos, roots, root tips, anthers, silks, flowers, kernels, ears, cobs, husks, and stalks. 
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8. (Amended) 

The maize plant of claim 2 wherein said plant [is male sterile] farthfT gom prifi gS a Rmfitic 
faglOT c onferring ma k_sterilia:. 

10. (Amended) 

The [maize plant breeding program] msthcd of claim 9 wherein plant breeding 
techniques are selected from the group consisting of: recurrent selection, backcrossing, pedigree 
breeding, restriction fragment length polymorphism enhanced selection, genetic marker 
enhanced selection, and transformation. 

11. (Amended) 

A maize plant, or its parts, wherein at least one ancestor of said maize plant is the maize 
plant, or its parts, of claim 2, [said maize plant capable of] staauuai&jnazz tfm to derived 
1 1 J. r soo/ n of its from 14M94 and is expressing a combination of at least two 

34M94 tr^ts selected from the group consisting of: excellent grain yield potential, strong stalks, 
resistant to Anthracnose stalk rot, resistant to brittle (green) snapping of stalks, resistant to Gray 
Leaf Spot, resistant to Fusarium ear rot, white cobs, particularly suited to the Central Com Belt 
region of the United States and a relative maturity of approximately 109 based on the 
Comparative Relative Maturity Rating System for harvest moisture of grain. 

12. (Amended) 

[A] Ihfi hybrid maize plant according to claim 2, wherein the genetic material of said 
plant contains one or more transgenes. 

14. (Amended) 

The [maize plant breeding program] msi^ of claim 13 wherein plant breeding 
techniques are selected from the group consisting of: recurrent selection, backcrossing, pedigree 
breeding, restriction fragment length polymorphism enhanced selection, genetic marker 
enhanced selection, and transformation. 
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15. (Amended) 

A maize plant, or its parts, wherein at least one ancestor of said maize plant is the maize 
plant, or its parts, of claim 12, [said maize plant capable of] wherei n said maiz,? p l a nt has derive d 
ftT iM tf SD% of jt« -tfttstml all flf^ from ^4MQ4 and is expressing a combination of at least two 
34M94 traits selected from the group consisting of: excellent grain yield potential, strong stalks, 
resistant to Anthracnose stalk rot, resistant to brittle (green) snapping of stalks, resistant to Gray 
Leaf Spot, resistant to Fusarium ear rot, white cobs, particularly suited to the Central Corn Belt 
region of the United States and a relative maturity of approximately 109 based on the 
Comparative Relative Maturity Rating System for harvest moisture of grain. 

16. (Amended) 

[A] Ihs hybrid maize plant according to claim 2, wherein the genetic material of said 
plant contains one or more genes transferred by backcrossing. 

18. (Amended) 

The [maize plant breeding program] met hod of claim 17 wherein plant breeding 
techniques are selected from the group consisting of; recurrent selection, backcrossing, pedigree 
breeding, restriction fragment length polymorphism enhanced selection, genetic marker 
enhanced selection, and transformation. 

19. (Amended) 

A maize plant, or its parts, wherein at least one ancestor of said maize plant is the maize 
plant, or its parts, of claim 16, [said maize plant capable of] wherein said maiye plant has derived 
at l^r 50% of it* Hneesmil allel e *4MQ4 and is expressing a combination of at least two 
34M94 traits selected from the group consisting of: excellent grain yield potential, strong stalks, 
resistant to Anthracnose stalk rot, resistant to brittle (green) snapping of stalks, resistant to Gray 
Leaf Spot, resistant to Fusarium ear rot, white cobs, particularly suited to the Central Corn Belt 
region of the United States and a relative maturity of approximately 109 based on the 
Comparative Relative Maturity Rating System for harvest moisture of grain. 
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21. (Amended) 

The maize plant of claim 20 wherein said maize plant [is male sterile] further comprises a 
geneti c factor conferring male Steril it y ■ 

23. (Amended) 

The [maize plant breeding program] method of claim 22 wherein plant breeding 
techniques are selected from the group consisting of: recurrent selection, backcrossing, pedigree 
breeding, restriction fragment length polymorphism enhanced selection, genetic marker 
enhanced selection, and transformation. 

24. (Amended) 

A maize plant, or its parts, wherein at least one ancestor of said maize plant is the maize 
plant, or its parts, of claim 20, [said maize plant capable of) wherein said ma i ze plant has derived 
f t l^s r 50% of it* ancestral alH *« frnm 34M94 and is expressing a combination of at least two 
34M94 traits selected from the group consisting of: excellent grain yield potential, strong stalks, 
resistant to Anthracnose stalk rot, resi$tant to brittle (green) snapping of stalks, resistant to Gray 
Leaf Spot, resistant to Fusarium ear rot, white cobs, particularly suited to the Central Corn Belt 
region of the United States and a relative maturity of approximately 109 based on the 
Comparative Relative Maturity Rating System for harvest moisture of grain. 

25. (Amended) 

[A] Its hybrid maize plant according to claim 20, wherein the genetic material of said 
plant contains one or more transgenes. 

27. (Amended) 

The [maize plant breeding program] method of claim 26 wherein plant breeding 
techniques are selected from the group consisting of: recurrent selection, backcrossing, pedigree 
breeding, restriction fragment length polymorphism enhanced selection, genetic marker 
enhanced selection, and transformation. 
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28. (Amended) 

A maize pint, or its parts, herein at least one ancestor of said maize plant is the maize 
plant or its parts, of claim 25, [said maize plant capable of] y^firidiu^^ 
^^^^ expressing a combination of at least two 

34M94 traits selected from the group consisting of: excellent grain yield potential, strong stalks, 
resistant to Anthracnose stalk rot, resistant to brittle (green) snapping of stalks, resistant to Gray 
Leaf Spot, resistant to Fusarium ear rot, white cobs, particularly suited to the Central Corn Belt 
region of the United States and a relative maturity of approximately 109 based on the 
Comparative Relative Maturity Rating System for harvest moisture of grain. 

29. (Amended) 

[A ] Tb* hybrid maize plant according to claim 20, wherem the genetic material of said 
plant contains one or more genes transferred by backcrossing. 

31. (Amended) 

The [maize plant breeding program] method of claim 30 wherein plant breeding 
techniques are selected from the group consisting of: recurrent selection, backcrossing, pedigree 
breediag, restriction fragment length polymorphism enhanced selecrion, genetic marker 
enhanced selection, and transformation. 

32. (Amended) 

A maize plant, or its parts, wherein at least one ancestor of said maize plant is the maize 
plant, or its parts, of claim 29, [said maize plant capable of] vt^m*^^ 
^tspj^sfi^ a combination of at least two 

- - V94 tirfts seWted from me eroup consisting of: excellent grain yield potential, strong stalks, 
resistant to Anthracnose stalk rot, resistant to brittle (green) snapping of stalks, resistant to Gray 
Leaf Spot, resistant to Fusanum ear rot, white cobs, particularly suited to the Central Com Belt 
region of the United States and a relative maturity of approximately 109 based on the 
Comparative Relative Maturity Rating System for harvest moisture of grain. 
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Please add new claims 33 -41 as follows: 

33. (New) 

A method of making a hybrid maize plant designated 34M94 comprising: 
crossing an inbred m^ze plant GE568044, deposited as _ with a second inbred maize plant 

GE533486, deposited as ; and 

developing from the cross a hybrid maize plant representative seed of which having been 

deposited under ATCC Accession Number 

34. (New) 

A method of making an inbred maize plant comprising: 
obtaining the plant of claim 2 and 

applying double haploid methods to obtain a plant that is homozygous at 

essentially every locus, said plant having received all of its alleles from maize hybrid 
plant 34M94. 

35. (New) 

A method for producing an 34M94 progeny maize plant comprising: 

(a) growing the plant of claim 2, and obtaining self or sib pollinated seed therefrom; and 

(b) producmg successive filial generations to obtain a 34M94 progeny maize plant. 

36. (New) 

A maize plant produced by the method of claim 35, said maize plant having received all 
of its alleles from hybrid maize plant 34M94. 

37. (New) 

The maize plant of claim 36 wherein said maize plant comprises 2 or more 34M94 
characteristics described in Table 1 or 2. 
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38. (New) 

A method for producing a population of 34M94 progeny maize plants comprising: 

(a) obtaining a first generation progeny maize seed produced by crossing the maize 
plant of claim 2 with a second maize plant; 

(b) growing said first generation progeny maize seed to produce Fi generation maize 
plants and obtaining self-pollinated seed from said Fi generation maize plants; and 

(c) repeating the steps of growing and harvesting successive filial generations to 
obtain a population of 34M94 progeny maize plants. 

39. (New) 

The population of 34M94 progeny maize plants produced by the method of claim 38, said 
population, on average, deriving at least 50% of its ancestral alleles from 34M94. 

40. (New) 

A 34M94 maize plant selected from the population of 34M94 progeny maize plants 
produced by the method of claim 38, said maize plant deriving at least 50% of its ancestral 
alleles from 34M94. 

41. (New) 

The method of claim 38, further comprising applying double haploid methods to said Fi 
generation maize plant or to a successive filial generation thereof. 
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